
  

Softw are Development

Intel lectual Proper ty Issues



  

admin

● Questions?

● Project issues?

● Assignment: as a supplement to this class 
discussion l isten to 

● https://changelog.com/gotime/263

● Gotime E263

●  The hosts inter view ’s an intel lectual 
proper ty law yer . The focus is on AI and 
intel lectual proper ty

https://changelog.com/gotime/263


  

Intel lectual proper ty protection

● There are 4 types of intel lectual proper ty 
protection in the US

– Copyr ight

– tr ademark

– patents

– tr ade secrets
● the 11 herbs and spices recipe

● the formula for  coke 

● etc



  

Foundations

● The foundations of most intel lectual 
proper ty law  in the US:

– Ar ticle I Section 8 detai l ing the powers of 
congress

– paragraph 8 al lows congress to:
● To promote the progress of science and 

useful ar ts, by secur ing for  l imited times to 
authors and inventor s the exclusive r ight 
to their  r espective w r i tings and 
discover ies; 



  

Copyr ight 

● Copyr ight is:

– form of protection granted by law  for  
or iginal works of authorship fixed in a 
tangible medium

– both published and unpublished

● copyr ight protects

– l i terar y, dramatic, musical, and ar tistic 
works, such as poetr y, novels, movies, 
songs, computer  software, and 
ar chi tecture



  

Copyr ight I I

● Copyr ight al low s holder  control over

– copying, distr ibution

– der ivative works
● sequels, movie/book versions, use of 

character s fr om the w ork (merchandising) 

● plane crazy/steamboat Wil l ie 1928

● Copyr ight does not protect

– facts, ideas, systems, or  methods of 
operation

– possibly covers the way above are 
expressed.



  

Copyr ight effective immediately
● Under  today's copyr ight law

– copyr ight is effective under  US law
● “ the moment i t is created and fixed in a 

tangible form that i t is perceptible ei ther  
dir ectly or  w ith the aid of a machine or  
device”

– used to have to inser t 

– © <name><year> into your  w r i tten work

– most sti l l  do, but not needed any more.

● But!!!! big change fol low ing



  

copyr ight r egistr ation
● copyr ight r egistr ation w ith government

● needed to br ing infr ingement law suit

● r egistr ation w /in 5 years Pr ima facie 
evidence

● March 2019 Supreme cour t r ul ing r equir es 
r egistr ation to sue for  infr ingement

– Fi l ing for  r egistr ation is not enough

– Once registered, can sue for  r etr oactive 
infr ingement 



  

Copyr ight ow nership

● Ini tial ow nership

– of work is w ith author (s)

● Copyr ight in each separate contr ibution to 
a collective w ork is distinct fr om copyr ight 
in the collective w ork as a w hole

– each author  keeps copyr ight over  his/her  
own par t

– unless tr ansfer  of ownership



  

Transfer  of ow nership 
(Copyr ight)

● Transfer  can occur  any w ay that proper ty 
can

– wil ls, sel l ing, legal giving away etc.

– forms any the l ike

● ‘Fi r st Sale Doctr ine’

– And softw are industr ies end run through 
software as a service.  



  

Work for  hir e

● Work for  hir e

– in work for  hir e, employer  (or  other  person 
for  whom work prepared) considered 
author  and enti tled to copyr ight

– when you hir e ar tists for  your  game
● best to hir e them on w ork for  hir e contracts.



  

Duration of copyr ight
● Duration of copyr ight in US has changed over  

years

– or iginally <30 years.

– cur rently 
● works created after  January 1, 1978, copyr ight 

protection lasts for  the l i fe of the author  plus an 
additional 70 years

● anonymous work, pseudonymous work, or   work made 
for  hir e:

– copyr ight term of 95 years fr om the year  of i ts 
fi r st publication 

– or  a term of 120 years fr om the year  of i ts 
creation, whichever  expires fi r st

● for  works published  before 1978 term var ies

– works before 1923 are in public domain 

– most works published before 1978 have 95 year  
term. (mickey mouse protection act)



  

Copyr ight and the Cour ts

● before 1999 (US)

– all copyr ight claims were handled as civi l  
cases

● civi l  cases have no presumption of 
innocence

● no beyond a r easonable doubt

● not a felony – no jai l  time possible.

● after  1999 (DMCA)

– some copyr ight claims now  cr iminal
● more than 10 copies and value over  $2500 

was made a felony

● tr adeoffs



  

Copyr ight and the Cour ts: Oracle 
2

● March 2019 Supreme Cour t decision:

– When w inning a copyr ight decision, you can’t get 
the loser  to pay your  legal fees

– Rimini  Steet v. Oracle
● Rimini  Steet stole Oracle’s code

● Lost a copyr ight case, but appealed the $12.5 
mi l l ion legal fees and w on



  

Public Domain
● Public Domain

– works which belong to everyone (the public)
● are par t of our  shared cultural her i tage. 

– Works that have expired copyr ight enter  the 
public domain

– Can be reproduced, extended, character s r eused 
etc as desir ed.

– Works created by US government w ith 
government money automatical ly in public 
domain.

– On Jan 1, 2019 fi r st new  public domain w orks in 
US for  20 years, everything fr om 1923

– So when does Superman become public domain?



  

Fair  Use

● In US fair  use exemption

– commentary, parody, news repor ting, r esearch 
and education about copyr ighted works 
w ithout the permission of the author .

– r equir ements
● shor t excerpt, should be attr ibuted (r eferenced).

● I t should not harm the commercial value of the 
work

● Fair  use globally

– many countr ies have something l ike fair  use 
(e.g fair  dealing in Canada)



  

Copyr ight and the Cour ts: Oracle
● Intr oduce AT&T Unix background

● Google/Android and Sun/Oracle Java law suit

– After  Several r ounds in cour t March 2018 US 
cour t of Appeals handed big victor y to Oracle

● In ear ly 2020 oral arguments w ere heard before 
the supreme cour t:

– https://www .zdnet.com/ar ticle/the-supreme-cour t
-w i l l-decide-software-developments-future-in-goo
gle-v-oracle/

● The result later  this year  w i l l  have large effect 
on softw are

●

https://www.zdnet.com/article/the-supreme-court-will-decide-software-developments-future-in-google-v-oracle/
https://www.zdnet.com/article/the-supreme-court-will-decide-software-developments-future-in-google-v-oracle/
https://www.zdnet.com/article/the-supreme-court-will-decide-software-developments-future-in-google-v-oracle/


  

Copyr ight and the Cour ts: Oracle
● Intr oduce AT&T Unix background

● Google/Android and Sun/Oracle Java law suit

– After  Several r ounds in cour t March 2018 US 
cour t of Appeals handed big victor y to Oracle

– APIs now  copyr ight-able

– In Feb 2019, Amicus br ief by Mozi l la, Microsoft, 
the Python Softw are Foundation, Red Hat, the 
Electr onic Frontier  Foundation and 65+ w idely 
published CS professors and professionals to US 
Supreme cour t



  

Fair  Use in Softw are
● Google-Oracle ten year  legal saga (2011-2021)

– Google won ear ly r ounds, then damaging 
internal Google emai ls came to l ight.

– Oracle then w on a 1 Bi l l ion dollar  verdict. 
● Bil l ions https://w ww .youtube.com/watch?v=LFR

xiX0pQl4  0:16-1:15

– Case w ent to supreme cour t 
● a w hose w ho of tech companies suppor t Google

●  On Apr i l  5th 2021 the US Supreme ruled that 
APIs consti tute fair  use:

– https://www .zdnet.com/ar ticle/google-beats-or
acle-in-biggest-programming-copyr ight-supre
me-cour t-case-ever /

 

https://www.youtube.com/watch?v=LFRxiX0pQl4
https://www.youtube.com/watch?v=LFRxiX0pQl4
https://www.zdnet.com/article/google-beats-oracle-in-biggest-programming-copyright-supreme-court-case-ever/
https://www.zdnet.com/article/google-beats-oracle-in-biggest-programming-copyright-supreme-court-case-ever/
https://www.zdnet.com/article/google-beats-oracle-in-biggest-programming-copyright-supreme-court-case-ever/


  

Relatively New  Copyr ight law  
2018

● Music Modernization Act (MMA) 

– Passed and signed into law  October  2019

– Digi tal music usage
● Establishes music l icensing col lective (MLC)

– Rather  than tr ying to tr ack dow n w ho ow ns a 
r ecording

– Can pay the collective, w hich w i l l  pay the fee to 
ow ners

– Pre-1972 recordings
● Used to be covered by state law s. No digi tal 

r ecording law s for  them

● Now  changed.



  

Copyr ight and 
internationalization

● US copyr ight law  or iginally based on 
English common law

– Statute of Anne (1710) 

– copyr ight or iginally financial in nature

– more recently influenced by French law  
and notions about r ights of 
author /creator .

– internationalization see next.



  

Bern Convention/Treaty

● Bern Convention/Treaty

– or iginally met in 1886

– multi  lateral tr eaty for  propagation to 
copyr ight

● copyr ight in one countr y yielded copyr ight 
in al l

– many attendees didn't r ati fy/join ti l l  much 
later .

– updates several times in last centur y+



  

Bern Treaty Signator ies
● Bern tr eaty applicable to pretty much every 

one here.

– signator y countr ies of interest:
● United States  March 1, 1989

● Russia  March 13, 1995

● Jordan  July 28, 1999

● India  Apr i l  1, 1928

● China, People's Republic of  October  15, 1992

● Cape Verde  July 7, 1997

● Turkey  January 1, 1952

● Brazi l  Feb 9, 1922

● Republic of Korea (ROK)  Aug 21, 1996



  

International Copyr ight issues

● Bern Treaty stipulates copyr ight granted in 
one countr y w i l l  be granted automatical ly 
in second.

– second countr y's copyr ight law s rule there

– including copyr ight expir ation

– nation by nation public domain issues.
● e.g. Mickey Mouse park in China. 



  

European Copyr ight

● Europe is consider ing Ar ticle 13 of their  
copyr ight law

– Discuss US ‘safe harbor ’ provision of 
Mi l lennium Copyr ight act.

–  EU wants to do away w ith that. 
● Limit l inks to copyr ight protected content

● Limit r e-uploads of copyr ight protected 
mater ial w i thout consent of ow ner

● What i t copyr ight protected? 



  

European Copyr ight
● Europe is consider ing Changes to their  copyr ight

– Passed in EU par l iament
● Now  goes to member  states for  ‘implementation’

● They have ti l l  2021 to do so

– Discuss US ‘safe harbor ’ provision of Mi l lennium 
Copyr ight act.

–  EU wants to do away w ith that.  
● Limit l inks to copyr ight protected content (ar ticle 11)

● Limit r e-uploads of copyr ight protected mater ial 
w i thout consent of ow ner  (ar ticle 13 - became 17)

● What i t copyr ight protected? - Everything!!! 

– So memes and other  expression are obvious fi r st 
targets (supposedly exempt – not clear  fr om law )



  

Idea vs Expression
● Copyr ight covers/protects the expression of an 

idea

● Patent covers/protects the idea i tself .

– In games this leads to genres
● 'shooter  games'

● 'diablo clones'

● ‘Battle r oyal games’

● And even some gameplay simi lar i ties

● Cour t cases may change that 
– Eg: DaVINCI EDITRICE S.R.L., Plainti ff , v.ZIKO GAMES, LLC, et al., 

– https://www.bgdlegal.com/blog/copyr ight-law -does-not-protect-st
r ucture-and-game-play-of-card-game

– Game rules and mechanics cannot be protected by intel lectual 
proper ty

https://www.bgdlegal.com/blog/copyright-law-does-not-protect-structure-and-game-play-of-card-game
https://www.bgdlegal.com/blog/copyright-law-does-not-protect-structure-and-game-play-of-card-game


  

Trademarks

● Trademark:

– word, symbol, or  phrase,

– used to identi fy a par ticular  manufacturer  
or  sel ler 's products 

– distinguish them from the products of 
another .

● service marks

– r elationship

– in this lecture consider  two as same.



  

Non w ord /symbol tr ademarks

● Occasionally able to tr ademark non 
w ords/symbols.

– style tr ademark-able only when no 
competi tive advantage provided.

– Ow ens-Corning fiberglass

– Coke Bottle shape

– new  bottle that al lows more in w ith less 
mater ial not  tr ademarkable



  

Trademark intended for  
convenience 

● Trademark

– allow  customers to skip r eading fine pr int

– allow  customers to easi ly identi fy products 
fr om par ticular  supplier

– example



  

Trademark law  in US

● Or iginal ly state by state law s in US

– federal tr ademark law  in 1880s

– expanded since last in 1996

– mostly federal now  
● though state tr ademarks avai lable



  

Requirement for  Trademark

● In order  to be a tr ademark must

– be distinctive

● four  classes of distinctiveness

– (1) arbi tr ar y or  fanci ful, 

– (2) suggestive, 

– (3) descr iptive, 

– (4) gener ic 



  

Arbitr ar y or  Fanci ful

● In Arbi tr ar y/Fanciful marks

– bears no logical r elationship to the 
under lying product.

● examples?



  

Suggestive

● Suggestive Marks

– evoke or  suggest character istics of product

– but not descr iption
● examples?



  

Descr iptive marks

● Descr iptive mark

– directly descr ibes, r ather  than suggests, a 
character istic or  quali ty of the under lying 
product

– acquires secondary meaning when the 
consuming public pr imar i ly associates 
mark w ith producer , r ather  than product. 

– eg. Holiday Inn

– others?



  

Gener ic marks

● Gener ic marks descr ibe a general category 
that the product/ser vice is in

– not el igible for  tr ademarking 

– eg
● grow lights brand l ightbulbs

● cola brand carbonated brown sugar  w ater

●



  

Getting a Trademark

● How  does one get a tr ademark in US

– (1) by being the fi r st to use the mark in 
commerce; 

● only applies w here you are sel l ing something 

● market by market issues

– (2)(or ) by being the fi r st to r egister  the mark 
w ith the U.S. Patent and Trademark Office 
("PTO")

● can't use 2 for  descr iptive mark have to 
establish secondary meaning (and show  that) 
fi r st.

● r egistr ation provides nationw ide tr ademark 
protection



  

Duration of Trademarks

● Trademarks do not expir e

– they are a w ay of identi fying a 
company/supplier

– last as long as the company wants them
● with small exception – see next

– Western Union sti l l  has name tr ademarked 
after  100+ years.



  

Losing a Trademark
● Trademarks can be lost through:

– abandonment,
● non-use for  three consecutive years is pr ima 

facie evidence of abandonment

● dodgers 

– improper  l icensing or  assignment
● l icensed w /out proper  quali ty 

control/oversight

–   gener ici ty
● former  tr ademark now  used for  class or  

products

● electr ic tor ches in US



  

Trademarks impor tant for  
Softw are

● In Games

– tr ademarks for  companies

– for  software fr anchises

– for  symbols on them

●



  

Trademarks in Modern Softw are

● And in modern 3D games.

– Trademarks fr om other  companies might 
show  up in games. 

– Electronic Ar ts v. Textron
● 2011 case

● EA's Battlefield 3 : used tr ademarked look of 
Textron's mi l i tar y hardw are. 

● Supreme cour t r uled i t w as protected 
'expressive speech' 



  

Others Trademarks
● From INTA w ebsite

● Cour t cases proved out r ight to use others 
tr ademarks in your  apps in l imited w ays:

– Nominative use
● In Ti ffany Inc. v. eBay, Inc., 576 F. Supp. 2d 463 

(S.D.N.Y. 2008), eBay’s use of Ti ffany’s mark in an 
online adver tisement: protected nominative fair  
use w hen new  and used Ti ffany products w ere in 
fact for  sale on eBay’s si te.

● Designer  Skin, LLC v. S & L Vitamins, Inc., 560 F. 
Supp. 2d 811 (D. Ar iz. 2008) Trademark law : one 
who tr ades in a branded good can accurately 
descr ibe i t by the branded name so long as 
confusion is not created by implying an affi l iation 
w ith the tr ademark owner . This is tr ue even w hen 
the tr ademark is used in keyw ord adver tising or  
metatags..



  

Licenses 

● Works protected by copyr ight are often 
made avai lable under  cer tain l icenses

– allow  permissive use under  l imited 
cir cumstances

– BSD license

– GPL

– LGPL

– Mozi l la Public License



  

Patents

● Patent:

– exclusive r ights granted by government to  
inventor  or  assignee for  a l imited per iod 
of time in exchange for  a public 
disclosure of an invention.

– government given.

– much shor ter  than copyr ight



  

Types of Patents

● In US three types of patents

– A util i ty patent  protects new  and useful 
inventions. 

● methods, processes, chemical compounds 
etc

– A design patent  protects the appearance of 
a good, not i ts functionali ty. 

– A plant patent  products new  var ieties of 
man-made asexually r eproduced plants.



  

Patent Duration

● In US:

– uti l i ty and plant patents last 20 years

– design patents last 15 years

● WTO issues

– all WTO signator ies must provide 
minimum 20 year  uti l i ty patents



  

Patent Prerequisi tes
● In order  to obtain a patent, must apply to 

patent office.

● three prerequisi tes 

– must be patentable subject matter , a new  and 
useful, process, machine, manufacture, or  any 
improvement thereof.

– must be useful, generally any useful r esult 
quali fies.

– must be novel. I t cannot be patented anyw here 
else or  a simi lar  process, machine, 
manufacture cannot be descr ibed in an 
existing publication



  

Pr ior  Ar t

● Novel r equir ement often a stumbling block

– i f  patent application ini tial ly granted, can 
sti l l  be r evoked by show ing pr ior  ar t.

– pr ior  ar t: an existing example of patented 
subject mater ial not produced by patent 
fi ler .

–



  

Patents in Softw are/Games

● Softw are patents hotly debated topic

– but patents on “new  ways of stor ing 
compressed music data”  or  images and 
the l ike

– when making game:
● make sure you use fi le formats that you 

l icense or  fr ee formats.

● design patents need to be considered as 
w ell.



  

Patents increasing
● Softw are patent applications increasing 

rapidly

●

Graph fr om:https://scienceprogress.org/2013/05/software-
patents-separating-rhetor ic-fr om-facts/



  

And a humorous take on i t 



  

Terms of Service

● Contract betw een developer  and customer

– Must be avai lable before non-refundable 
purchase is made

– One impor tant feature: use them to govern 
jur isdiction

– Else developer  can be sued anywhere they 
are sell ing lots of copies of their  game

● Candy crush law suits in al l  50 states!?! 



  

GDPR
● Not an issue in US or  Asia,

● But given the international scope of computing 
today needs to be considered

● EU General Data Protection Regulation (GDPR)

– Effective May 2018

– Makes people’s personal data their  (intel lectual) 
proper ty.

– Greatly l imits what tech companies can do  w ith 
i t.



  

Rubber  Duck Debugging

● Discuss Rubber  Ducky Debugging

– https://rubberduckdebugging.com/



  

End
● End of intel lectual proper ty for  now

● Reminder : 

● Apr i l  15th: President’s day: Night section w on’t 
meet

● Assignment: as a supplement to this class 
discussion l isten to 

● https://w w w .pythonpodcast.com/softw are-l icense
s-for -developers-episode-196/

● Note on group w ork for  this project

– This is a group project. You can work as closely as 
you want on this project

– I f  you want to do pair  programming go for  i t.

https://www.pythonpodcast.com/software-licenses-for-developers-episode-196/
https://www.pythonpodcast.com/software-licenses-for-developers-episode-196/
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